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The International Trade Com-
mission (ITC) sits in a nonde-
script office building about a 
block farther south of the Na-
tional Mall than tourists usual-
ly care to venture. Patent 
owners come from around the 
country to this tree-lined 
street in Washington, D.C., to 
seek a powerful remedy to 
protect their patented prod-
ucts: an exclusion order. An 
exclusion order directs U.S. 
Customs and Border Protec-
tion to block infringing imports 
at the United States border. 

To obtain an exclusion order, 
a patent ownerðknown to the 
ITC as a complainantðmust 
prove that (1) another partyð
a respondentðhas imported a 
product into the United States 
(an accused product);[1] (2) 
the accused product infringes 
at least one claim of the com-
plainantôs U.S. patent;[2] and 
(3) the importation of this 
product has harmed a U.S.-
based industry (a domestic 
industry).[3] 

Consider the following hypo-
thetical example: 

USA Hand Tools makes cord-
less power drills and owns an 
office building and assembly 
plant in Springfield, Illinois. 
USA Hand Tools employs a 
team of 12 design engineers 
who perform all design work 

on the cordless power drills in 
the Springfield office building. 
USA Hand Tools buys its bat-
teries from Korea Battery 
Works in Seoul, South Korea 
and its housing and motors 
from Tijuana Motor, Inc., in 
Tijuana, Mexico. USA Hand 
Tools assembles the cordless 
power drills in its facility and 
distributes them throughout 
the United States. 

USA Hand Toolsô new Model A 
drill contains an innovative 
clip that prevents the battery 
from becoming dislodged. 
USA Hand Tools received a 
U.S. patent on this innovative 
clip. Claims 1 and 2 of the pa-
tent read as follows: 

1. An apparatus for securing a 
battery, comprising: 

¶ a metal clip; and 

¶ a spring. 
 
2. The apparatus of claim 1, 
wherein the metal clip is made 
of brass. 

Recently, USA Hand Tools 
purchased one of Beijing 
Hand Toolsô productsðModel 
1ðfrom a big-box hardware 
store. To USA Hand Toolsô dis-
may, the Model 1 drill con-
tains the patented clipð
containing both a metal clip 
and a spring. However, Bei-
jingôs clip is stainless steel. All 
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Tech Tip:  How to sign-up to receive our topical updates. 

By Julie Koehne, Systems Librarian  

When you join the library we typically sign you up to receive our newsletter unless you 
notify us otherwise.  Along with our newsletter you are able to sign up to receive other 
email specific to your law practice.   We provide the following topics. 

1st District Roundup Estates and Trusts Real Estate 

Constitutional Law Family Law Tax 
Criminal Intellectual Property Torts 
Employment Pension Benefits   

Follow the steps below to get started. 

Go to our home page (https://lawlibrary.hamiltoncountyohio.gov), then select ñTopical 
Updatesò from the News dropdown menu. 

https://lawlibrary.hamiltoncountyohio.gov
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Fill in the appropriate 
fields, select the topic(s) 
you would like to receive 

updates for and then 
click ñSign-up.ò 
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Tools would need to demonstrate that the 
Model 1 drill contains the patented clipðjust 
as described in USA Hand Toolsô patent. The 
claims of a patent define the scope of the 
invention. To show that the Model 1 clip in-
fringes, USA Hand Tools will need to show it 
contains the elements of at least one claim 
of the patent. As explained above, the Mod-
el 1 clip contains both the metal clip and the 
spring. The Model 1, therefore, infringes 
claim 1 of the patent. The Model 1 clip is, 
however, stainless steel not brass. The Mod-
el 1 does not, therefore, infringe claim 2 of 
the patent. 

To prove this, USA Hand Tools would likely 
examine physical specimens of the Model 1 
drill, engage in discovery, and retain an ex-
pert witness to testify that Model 1 clip con-
tains all of the limitations of at least one 
claim of USA Hand Toolsô patent. 

Regarding patent validity, the ITC affords 
patent owners an advantage over federal 
district courts: The ITC does not stayðin 
other words, pauseðinvestigations pending 
inter partes review (IPR). Patent-
infringement defendants often file for IPR, 
asking the Patent Trial and Appeal Board 
(PTAB) to cancel at least one claim of the 
patent.[8] District courts often stay cases 
pending IPR. Because the PTAB has can-
celled at least one claim in 80 percent of its 
decisions, IPR threatens the patent ownerôs 
case.[9] 

But the ITC does not stay investigations 
pending IPR.[10] Among other things, the 
ITCôs directive to a decision ñat the earliest 
practicable timeò weighs against such a 
stay.[11] 

The substance of demonstrating infringe-
ment in the ITC differs little from in the fed-
eral district court. Using similar mechanisms 
of fact and expert discovery, the complain-
ant must demonstrate the accused product 
infringes at least one claim of a valid U.S. 
patent. 
 
Domestic Industry 

Finally, the patent owner must satisfy the 
domestic-industry requirement. The patent 
owner must show ñan industry in the United 
States, relating to the articles protected by 
the patent,é exists or is in the process of 

manufacturing of the Model 1 drill occurs in 
Beijing, China. USA Hand Tools files a com-
plaint in the ITC, naming Beijing Hand 
Tools as a proposed respondent to prevent 
further importation and sale of the Model A, 
which it claims infringes its patent.  
 
Importation 

The complainant must prove the respond-
ent imports the accused product into the 
United States.[4] This makes sense, be-
cause the ITC protects U.S.-based indus-
tryðdomestic industryðfrom foreign, in-
fringing products. 

A complainant can often show importation 
with relative easeðthrough stipulation of 
the parties or shipping records.[5] 

But complications can arise. For example, 
the Court of Appeals for the Federal Circuit 
(the court that considers all appeals from 
the ITC) recently affirmed the ITCôs finding 
of importation in a case in which the ac-
cused product did not infringe when it 
crossed the border but did infringe when 
used as intended after crossing the border.
[6] While each individual case presents its 
own challenges, the complainant must 
prove that the respondent imports the ac-
cused product into the United States.  

In the hypothetical example, USA Hand 
Tools could point to its purchase of the 
Model 1 drill at the big-box store as evi-
dence that Beijing Hand Tools imported the 
Model 1 into the United States. Beijing 
Hand Tools may also simply stipulate to im-
portation. Put simply, Beijing Hand Tools 
could simply agree to not dispute importa-
tion. 
 
Infringement 

The complainant must also prove the ac-
cused product ñinfringe[s] a valid and en-
forceable United States patent[.]ò[7] In 
other words, since the claims of a patent 
define the enforceable scope of the patent, 
a complainant mustðjust as in a federal 
district courtðshow the accused product 
contains or practices each element de-
scribed in at least one claim of a U.S. pa-
tent. 

In the hypothetical example, USA Hand 
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industry requirement will be satisfied in the 
future.ò[20] For example, the commission 
found that a complainant satisfied the do-
mestic-industry requirement when the party 
had invested significantly in facilities and 
equipment, labor and capital, and exploita-
tion of the relevant patents but had not yet 
engaged in commercial production of goods.
[21] 

To satisfy the economic prong, in the hypo-
thetical, USA Hand Tools would need to ar-
gue its investment in the office space and 
assembly plant, the employment of its engi-
neering team, and its assembly of the Model 
A drill satisfy the economic prong. Beijing 
Hand Tools may argue the sourcing of prod-
ucts from outside the United States weighs 
against USA Hand Tools. Furthermore, Bei-
jing Hand Tools might attempt to demon-
strate USA Hand Tools can only apportion a 
small amount of its overall investment to the 
alleged domestic industry if the engineers 
spent only a small amount of time develop-
ing the patented clip. 
 
The Exclusion Order 

The ITC offers the exclusion order to those 
looking to protect patented products from 
infringing imports. The exclusion order of-
fers one of the most uniquely powerful rem-
edies available to patent owners: a directive 
to U.S. Customs and Border Protection to 
block infringing products at the border. 

Patent owners who can demonstrate the 
three requirements discussed aboveð
importation, infringement, and domestic in-
dustryðmay obtain the benefit that an ex-
clusion order offers to a patent-protected, 
U.S.-based industry. 

[1] 19 C.F.R. Ä 1337(a)(1)(B).  
[2] 19 C.F.R. Ä 1337(a)(1)(B)(i). 
[3] 19 C.F.R. Ä 1337(a)(2). 
[4] 19 C.F.R. Ä 1337(a)(1)(B). 
[5] See, e.g., Certain LTE- and 3G-
Compliant Cellular Commcôns. Devices, 
USITC Inv. No. 337-TA-1138, Initial Deter-
mination at 14ï15 (Feb. 18, 2020). 
[6] Comcast Corp. v. ITC, 951 F.3d 1301 
(Fed. Cir. 2020). 
[7] 19 C.F.R. Ä 1337(a)(1)(B)(i). 
[8] 35 U.S.C. Ä 311. 
[9] United States Patent and Trademark Of-
fice, Trial Statistics: IPR, PGR, CBM (July 
2020), https://www.uspto.gov/sites/default/

being established.ò[12] 

Remember the ITC protects U.S.-based in-
dustry from foreign, infringing products.
[13] To demonstrate an industry exists, 
the complainant must satisfy both prongs 
of the domestic-industry requirement: the 
technical prong and the economic prong. 

Technical Prong 

To satisfy the technical prong, the com-
plainant must demonstrate the existence of 
ñarticles protected by the patent.ò[14] Put 
simply, this means the complainant must 
show a productðoften its own product or 
a product produced under a licensing 
agreementðpractices each and every limi-
tation of at least one claim (not necessarily 
the same claim that the accused product 
infringes[15]) of the same U.S. patent it 
has accused the product of infringing.[16] 

In the hypothetical example, USA Hand 
Tools would need to show the Model A 
drillôs clip contains each limitation of one of 
its patentôs claims. For example, it must 
show the Model A contains both limitations 
of claim 1ðthe metal clip and the spring. 
To accomplish this, USA Hand Tools would 
likely use the same expert it used to show 
infringement to testify that the Model Aôs 
clip practices at least one claim of USA 
Hand Toolsô patent. 

Economic Prong 

To satisfy the economic prong, the com-
plainant must show sufficient investment in 
a domestic industry related to the ñarticles 
protected by the patent.ò[17] A complain-
ant can show such an industry exists by 
showing ñsignificant investment in plant 
and equipment,ò ñsignificant employment 
of labor or capital,ò or ñsubstantial invest-
ment in its exploitation, including engineer-
ing, research and development, or licens-
ing.ò[18] 

Note that a patent owner may prove either 
an existing industry or one in the process 
of being established.[19] Early-state indus-
tries are in the process of being estab-
lished when ña patent owner takes the 
necessary tangible steps to establish such 
an industry in the United Statesò and 
ñthere is a significant likelihood that the 
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files/documents/
trial_statistics_20200731.pdf. 
[10] Quinn Emanuel Urquhart & Sullivan, 
LLP, February 2019: ITC Treatment of IPR 
Decisions (Mar. 1, 2019), https://
www.jdsupra.com/legalnews/february-
2019-itc-treatment-of-ipr-65955/ (ñ[T]he 
ITC has never stayed a Section 337 investi-
gation based on a pending IPR[.]ò). 
[11] 19 C.F.R. Ä 1337(b)(1); see, e.g., Cer-
tain Laser-Driven Light Sources, Subsys-
tems Containing Laser-Driven Lgith 
Sources, and Products Containing Same, 
USITC Inv. No. 337-TA-983, Order Denying 
Motion to Stay (Mar. 3, 2016). 
[12] 19 C.F.R. Ä 1337(a)(2). 
[13] Note that a foreign-based company 
may satisfy the domestic-industry require-
ment, if it can satisfy both the technical 
and economic prongs. 
[14] 19 C.F.R. Ä 1337(a)(2). 
[15] Certain Ammonium Octamolybdate 
Isomers, USITC Inv. No. 337-TA-477, 
Commôn Op. at 55 (Jan. 5, 2004) (ñIn or-
der to satisfy the technical prong of the 
domestic-industry requirement, it is suffi-
cient to show that the domestic industry 
practices any claim of that patent, not nec-
essarily and asserted claim of that pa-
tent.ò). 
[16] See InterDigital Communs., LLC v. 
ITC, 707 F.3d 1295, 1298 (Fed. Cir. 2013). 
[17] 19 C.F.R. Ä 1337(a)(3). 
[18] 19 C.F.R. Ä 1337(a)(3)(A)ï(C). 
[19] 19 C.F.R. Ä 1337(a)(2). 
[20] Certain Non-Volatile Memory Devices 
and Products Containing the Same, USITC 
Inv. No. 337-TA-1046, Commôn Op. at 29 
(Oct. 26, 2018). 
[21] Id. at 43ï44. 
 
 

Article reprinted with permission.  
 
 

Attorney Jonathan Fagan is an Associate in 
the Washington D.C. office of Disnmore, 
who focuses his practice on intellectual 
property litigation.  He has experience 
practicing before federal district courts, 
federal appellate courts, and the Interna-
tion Trade Commission (Section 337).  He 
has represented clients in diverse technical 
areas, including heavy equipment, con-
sumer electronics, and manufacturing.  
managing discovery, and developing case 
strategy. 
 
 

Remote Reference Assistance 
 
During this continuing period of social dis-
tancing, please donôt forget to take ad-
vantage of an important subscriber benefit 
ï Remote reference assistance! Currently, 
our physical facility is open Mondays, Tues-
days and Thursdays from 8am-3pm. How-
ever, our librarians are standing by to han-
dle subscriber reference requests, even 
when our space is closed. We are happy to 
handle your questions and requests five 
days a week from 8am-4pm. Even on days 
when the libraryôs physical facility is closed 
we have robust access to databases and 
ebooks and can send things your way via 
email. Please donôt hesitate to email us at 
reference@cms.hamilton-co.org. Weôre 
waiting to assist you! 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
Looking ahead to Fall and Be-
yond 
 
Our patrons have done an amazing job of 
social distancing, mask wearing and check-
ing in with us upon arrival, and we want to 
say thank you! These measures have 
helped us to operate safely, and have al-
lowed us to stay open for the last several 
months. Weôre engaging in frequent clean-
ing, providing hand sanitizer and working 
hard to promote health and safety for our 
patrons. We plan to keep it up as we move 
forward into fall and winter and thank you 
for your ongoing support. 
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Video conferencing at the Hamil-
ton County Law Library – Update 
 
For many years, the Hamilton County Law 
Library has been helping our subscribers 
connect with clients, courts and other attor-
neys via our Polycom videoconferencing sys-
tem or Skype with webcam setup. Weôre 
pleased to continue to offer this service, es-
pecially now, when we can not only save our 
subscribers time and money, but help en-
sure health and safety for all involved.  
 
Weôre also pleased to let you know that we 
can now help facilitate Zoom calls between 
attorneys and inmates incarcerated in the 
Hamilton County Justice Center. If youôd like 
us to set this up for you, or walk you 
through how to do it on your own, please 
either call us at 946-5300 or email refer-
ence@cms.hamilton-co.org. For any other 
video conferencing needs please contact us 
in the same way. Weôre happy to help! 

 
 
 
 
 
 
 

Upcoming CLEs—Live Interactive 
Webinars 

 

Wednesday, October 28, 2020, 12pm-

1pm 

Recent US Supreme Court Employ-
ment Title VII Cases  (Bostock v. Clay-
ton Co. Georgia  & Our Lady of Guadalupe 
School v. Morrissey-Berru) 

Presenter:  Dr. Ann M. Johnson, Esq. 

1.0 general credit  in OH & KY  

 

Friday, November 6, 2020, 12pm-1pm 

Trademark and Copyright Law in 60 

minutes 

Presenter: Attorney Lori Krafte 

1.0 general credit OH & KY  

 
Law Library Board Meeting 
 
The Hamilton County Law Library Resources 
Board will next meet on Thursday, October 
8 at 11am via Zoom. Meetings of the Hamil-
ton County Law Library Resources Board are 
open to the public. Call in information for 
the meeting is below. This meeting is open 
to the public. Should you wish to attend, 
please email lmorrison@cms.hamilton-
co.org for the password. 
 
Dial by your location 
 
+1 646 558 8656 US (New York) 
+1 301 715 8592 US (Germantown) 
+1 312 626 6799 US (Chicago) 
+1 669 900 9128 US (San Jose) 
+1 253 215 8782 US (Tacoma) 
+1 346 248 7799 US (Houston) 
 
Meeting ID: 831 8569 6792 

mailto:reference@cms.hamilton-co.org
mailto:reference@cms.hamilton-co.org
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Subscriber Benefits 

All subscribers have access to the following 
valuable resources and services:  

Circulation privileges to borrow from over 
40,000 print volumes for up to six weeks at 
a time  

Access to extensive legal information data-
bases from the Law Library, including 
Westlaw, Wolters Kluwer CheetahÊ, Bloom-
berg LawÈ, Overdrive e-books, HeinOnline, 
and Loislaw treatises  

Wireless network throughout the Law  

Library  

Polycom videoconferencing  

Eight meeting rooms with speaker phones  

Professional reference service by our law 
librarians, available via e-mail, telephone, 
and in person  

Free document delivery by fax or e-mail of 
print and electronic materials  

CLE seminars throughout the year, on legal 
research and substantive topics 

Subscribersô lounge, magazines, daily news-
papers, and coffee  

Bi-weekly news alerts by practice area  

Discounted rates for photocopying  

In addition, solos and attorneys whose firm 
has a subscription have 24 hour remote ac-
cess to Fastcase.com case law, Aspen/ 
LOISLaw treatises, HeinOnline (for under 50 
attorney firms), EBSCOhost, and Intelli-
Connect Law, Business, Tax, and Accounting 

 

 

 
 

Topical Updates  

If you have not signed up before and 
would like to start receiving substantive bi-
weekly updates in one or more practice 
areas, please visit the topical updates page 
on our website to sign up. You can select 
from the following areas of law:  

Constitutional Lawð **NEW Update** 

Criminal 

Employment 

Estates and Trusts 

Family Law 

Intellectual Property 

Pension Benefits 

Real Estate 

Tax 

Torts 

If you have any questions about this 
please feel free to contact our Reference 
Librarian, Amy Kurlansky.  

mailto:akurlansky@cms.hamilton-co.org
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Intellectual Property Law Re-
sources 
 

Law Library subscribers have access to a va-
riety of Intellectual Property Law Resources, 
including those listed below. If you have 
questions about these resources, contact the 
reference staff at reference@cms.hamilton-
co.org or 513.946.5300. 

 

Antitrust issues in international intellectual 

property licensing transactions 

K1401 .A964 2012 
 

Biotechnology and the law 

KF133.B56 C66 
 

Computer software agreements: forms and 

commentary, with forms on disk 

KF905.C6 R43 
 

Demystifying intellectual property: a guide 

for the nonspecialist 

KFO330 .I544 2013 
 

Drafting patents for litigation and licensing 

KF3155 .D73 2018 
  
Global Internet law 

K564.C6 R87 2016 
 

How to write a patent application 

KF3125.C5 S472 2015-2018 
 

McCarthy on trademarks and unfair competi-

tion 

KF3180 .M29 
 

New practitionerôs guide to intellectual prop-

erty 

KF2979 .G47 2012 
 

Patent, copyright & trademark 

KF2980 .E4 2010 

 

Patent law fundamentals 

KF3114 .M55ô 

Patent law in a nutshell 

KF3114.85 .A32 2018 
 

Patry on copyright 

KF2991.5 .P382 

 

EBSCO 

The complete guide to patents, copyrights, 

and trademarks: what you need to know ex-

plained simply 

Patent, copyright & trademark 

Patent it yourself 

Profit from your idea 

 

Fastcase—LoisLaw Library 

Intellectual Property Law Library 

 Epstein on Intellectual Property 

 Guide to Registering Trademarks 

 Guide to TTAB Practice 

 Handbook of Intellectual Property 

 Claims and Remedies 

 Trademark Copyright Disputes 
  

HeinOnline 

AIPLA Quarterly Journal 

Akron Intellectual Property Journal 

Annual report/ American Bar Association Sec-

tion of Intellectual Property Law 

IP Theory 
 

OVERDRIVE 

Principles of Copyright Law 

Principles of Intellectual Property Law 

Principles of Patent Law 
 

Westlaw  (contact staff for materials) 

Copyright Law Reporter 

Copyright Litigation Handbook 

Copyright Registration Practice 

Handbook of Intellectual Property Claims & 

Remedies 

Intellectual Property & Technology Law Jour-

nal 

Intellectual Law & Litigation 

Modern Patent Law Precedent 

mailto:reference@cms.hamilton-co.org
mailto:reference@cms.hamilton-co.org
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 Upcoming CLEs 
 

Hamilton County Law Library  

Hamilton County Courthouse  

1000 Main Street, Room 601  

Cincinnati, OH  45202  

 

ADDRESS CORRECTION REQUESTED  

 

INSIDE THIS MONTH  

¶ Tech Tip: How to Sign up to Receive 
our Topical Updates  

¶ Topical Updates  

¶  Upcoming CLEs —Live Interactive Webi-
nars 

¶ Intellectual Property Law Resources  

October 2020 Law Library Newsletter 

 

 

 

Upcoming Events:  
 
Monday, October 12, 2020 Library closed 

Wednesday, October 28, 2020:  CLE:  U.S. Supreme Court Employment Title VII Case Review: 
12-1PM , 1.0 General credit  in OH & KY 

Friday, November 6, 2020, 12-1 PM CLE: Intellectual Property, 1.0 general credits  in OH & KY 

 

 

 

 

 

  


